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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the exam ner’s final rejection of clainms 30-53, which are al

of the clains pending in this application.

1 Continuation of S.N. 08/133,422, filed October 10, 1993; now U.S
Pat ent No. 5, 485, 568.
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BACKGROUND

Appel lants' invention relates to a structured i nmage
format for describing conplex color raster imges. An
under st andi ng of the invention can be derived froma reading
of exenplary claim 30, which is reproduced as foll ows:

30. An electronic inmage generator, conprising:

a constructing nodul e capabl e of constructing and
di splaying a representation, said representati on conpri sing
data that can be rendered as a raster and a pasteboard having
at | east one inage attribute, said pasteboard representing a
frame onto which said data is rendered, wherein said
constructing nodule is capable of form ng and nodifying said
representation in accordance with the at |east one inmage
attribute of said pasteboard; and

a rendering nodule in comrunication with said

constructing nodul e, the rendering nodul e capabl e of rendering
the representation into a raster.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Smith et al. (Smith) 5,181, 162 Jan. 19,
1993

Brotsky et al. (Brotsky) 5,490, 246 Feb
6, 1996

(Effectively filed: Aug. 13, 1991)

Clains 49 and 51 stand rejected under 35 U S.C. § 102(e)

as being anticipated by Brotsky.
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Clainms 30-48, 50, 52, and 53 stand rejected under 35
U S C 8§ 103 as unpatentable over Brotsky in view of Smth.
Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 17, mailed July 17, 1997) for the exam ner's conplete
reasoni ng
in support of the rejections, and to appellants' brief (Paper
No. 16, filed April 25, 1997) and the Response to Request for
Addi tional Information (Paper No. 21, filed May 15, 2000) for
t he appel l ants' argunents thereagainst?2 Only those argunents
actual ly made by appel |l ants have been considered in this
deci sion. Argunents which appellants coul d have nade but
chose not to make in the brief have not been considered. See
37 CFR

§ 1.192(a).

2 At the Oral hearing, appellants notified the Board that a Request For
Certificate OF Correction of the applied Brotsky patent, had recently been
filed with the PTO. At the request of the Board, a copy of the Request For
Certificate of Correction was provided to us. W note that the Certificate of
Correction was issued on January 9, 2001. 1In addition, at the Oral hearing,
the Board requested appellants point out where the linmtations of claim49 are
found in the specification. Appellants' response (paper No. 21, filed May 15,
2000) has been consi dered.
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OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’
argunents set forth in the brief along with the examner's
rationale in support of the rejections and argunents in
rebuttal set forth in the examner's answer. Upon careful
consideration of the record, we reverse each of the rejections
set forth by the exam ner, and enter a new ground of rejection
agai nst claim 37 under 37 CFR 8§ 1.196(b).

We begin with the rejection of clains 49 and 51 under 35
U S. C 8 102(e) as anticipated by Brotsky. Anticipation is a

guestion of fact. In re King, 801 F.2d 1324, 1326, 231 USPQ

136, 138 (Fed. Cir. 1986). The inquiry as to whether a
reference anticipates a claimnust focus on what subject
matter is enconpassed by the claimand what subject matter is
descri bed by the reference. A prior art reference

antici pates the subject matter of a claimwhen the reference
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di scl oses every feature of the clainmed invention, either

explicitly or inherently. See Hazani v. United States Int'l

Trade Commin, 126 F.3d 1473, 1477, 44 USPQR2d 1358, 1361 (Fed.

Cr. 1997) and RCA Corp. v. Applied Digital Data Systens,

Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).
Appel l ants assert (brief, page 4) that Brotsky does not

antici pate claim49 because Brotsky does not teach or suggest

"a constructing nodul e capabl e of constructing and di spl ayi ng

a representation that conprises a field of reference that is

selected during the rendering of an image" (enphasis added).
Appel l ants further assert (id.) that Brotsky does not
anticipate claimb51 because Brotsky does not teach or suggest

"defining an i nage processing operation during a pause in the

rendering of an imge" (enphasis added). According to
appel l ants (brief, paragraph bridging pages 4 and 5), Brotsky
can only nodify the image representation before or after
rendering the image, but not during rendering. Appellants
state (id. at page 5) that in Brotsky, rendering an inmage is
performed exclusively during the i mage view ng stage, which is
only perforned after the Acyclic graph (ACG has been

constructed, and direct our attention to col. 7, line 50 -
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col. 8, line 9 of Brotsky. The exam ner responds (answer,
page 10) that in Brotsky, the user can select a field of
reference to data during the rendering of the representation,
and relies on Figures 3 and 5-7 of Brotsky, as well as the
statenent in Brotsky (col. 8, lines 10-13) that the ACG or
source node contents can be nodified at any tine.

From our review of Brotsky, we find (col. 3, lines 27-54)
that a graphics editor generates the ACG The ACG incl udes
three types of nodes, i.e., source nodes representing imge
fragnents, transform nodes, and sink nodes which are viewabl e
i mges. The conpl ex inmage represented by the ACG can be
constructed and displayed in a viewer by running the ACG The
ACG is constructed in a graph view wi ndow (Figure 2) by
sel ecting node types and creating |links or edges between the
nodes. When editing a source node, an editor w ndow is
di spl ayed (Figure 3) which permts the operator to edit the
contents of the source node. Brotsky further discloses (Col.
7, line 50 - col. 8, line 13) that imges are created in three
stages. The stages are ACG creation and nodification, inmge
fragnment inportation and editing, and i mage viewing. Once an

ACG has been constructed, and its content has been created for
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each source node, the ACG can be executed and its results are
di spl ayed. Brotsky further discloses (col. 17, lines 20-24)
t hat when an operator inputs an instruction to execute the
ACG, a graph traversal algorithmis run, which wal ks the graph
fromthe | eaf nodes to the root nodes. However, the displayed
i mge cannot be viewed directly. The operator nust edit and
reexecute the ACG (col. 13, lines 55-58). Brotsky
additionally discloses (col. 22, lines 3-14) that
FIG 17 is a flow diagram of the process for

executing the image formati on process defined by an

ACG In step 1531, an operator inputs an “execute

ACG command. At this time, the structure wal ker

can determ ne whether the ACGis well formed in step

1532. A well formed ACG is a DAG all of whose

ports have at | east one edge connected to them and

all of whose edges-obey the type restrictions of

their ports. If the ACGis not well forned, the

user is pronpted in step 1533 so that they can edit

the ACG prior to reexecution. |If the ACGis well

formed, operation proceeds to step 1534 where the

nodes of the ACG are evaluated fromthe fringes
(leafs) to the roots, as discussed above.

From our review of Brotsky, we find that the disclosure
(col. 8, lines 10-11) "[t]he ACG can be nodified at any tine"
refers to any tine prior to or subsequent to the execution of

the ACG but not during the execution (rendering) of the ACG

When a "execute ACG' command is inputted (step 1531) the
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structure wal ker determ nes whether the ACGis well forned
(step 1532). However, if the ACGis not found to be well
formed, the user is pronpted (step 1533) to edit the ACG prior
to reexecution. W therefore find that the execution is
stopped if the ACGis not well forned. By contrast, we
consider the term "paused"” to nean that the rendering is
continued after the pause has ended. W find the execution of
Brotsky to be stopped, and not nerely paused, because the
execution does not continue after editing is performed in
response to the edit pronpt (step 1533). Upon editing an ACG
so that it is well formed, the execution process does not
continue to the next step (step 1534) where the nodes are

eval uated. |Instead, the user nust input another "execute ACG'
command (step 1531) and begin the "execute ACG' process from
t he begi nning (step 1531) and have the structure wal ker once
again determne if the ACG has been well forned.

We therefore find that with respect to claim49, Brotsky
does not disclose selecting at | east one field of reference
during the rendering of the representation. Nor does Brotsky
identify an image which is to be defined during the rendering

of the representation. Wth regard to claim51, we find that
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Brot sky does not identify an image which is to be defined
during the rendering, pause the rendering, define the inmage
and then conplete the rendering. Accordingly, we find that
Brot sky does not fully neet the limtations of clains 49 and
51.

Accordingly, the rejection of clainms 49 and 51 under 35
U S . C § 102(e) is reversed.

We turn next to the rejection of clains 30-48, 50, 52,
and 53 under 35 U.S.C. § 103 as unpatentabl e over Brotsky in
view of Smth.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem

fromsone teaching, suggestion or inplication in the prior art
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as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); ILn re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 ( CCPA 1976).
The exam ner asserts (answer, page 5) that Brotsky does

not di scl ose an out put display w ndow A (pasteboard) which
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i ncludes at |east one imge attribute, wherein the
representation is formed and nodified in accordance with the
imge attribute of the pasteboard. To overcone this
deficiency in Brotsky, the examner turns to Smth. The
exam ner asserts that Smth discloses a docunent nanagenent
and production systemin which docunents are represented as
| ogi cal conponents or "objects"” that can be physically mapped
onto a page-by-page |ayout. The exam ner asserts (answer,
pages 5-6) that Figure 4 of Smith teaches a pasteboard with a
frame 36 that includes |ayout docunent conponents and their
corresponding attributes. According to the exam ner, the
representation is formed and nodified in accordance with the
pasteboard i mage attributes. The examiner's position (id.) is
that it would have been obvious "to include the 'page objects
of Smith into the invention of Brotsky because it allows one
to create an inage or a plurality of layout imges that is
"layout driven'."

Appel l ants assert (answer, pages 7 and 8) that
obvi ousness cannot be established by conbining the teachings
of the prior art to produce the clained invention w thout a

t eachi ng, suggestion, or notivation to support the
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conmbi nation, citing ACS Hospital Systens, Inc. v. Montefiore

Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCr
1984). Appellants note (brief, pages 8 and 9) that Brotsky is
directed to a graphics editor that uses an ACG for a user
interface. The interface separates the nodes according to
their function. This permts the graphic inmge to be
constructed in a straightforward manner that is easily
under st ood and mani pul ated by a user, and prevents confusion
bet ween the effects of the individual nodes on the out put

i mge. Appellants take the position (brief, page 8) that to
nodi fy the viewer wi ndow of Brotsky by incorporating the

| ayout image attributes of Smth woul d destroy the intended
pur pose of the graphics editor of Brotsky, and (brief, page
10) woul d be inperm ssible hindsight. Appellants assert
(brief, pages 10 and 11) that the field of appellants’

endeavor is image conposition. According to appellants, Smth
is directed to a docunent managenent and production system
that is concerned wwth the | ayout of objects within a
docunent, such as a newspaper. Smith "does not teach editing,

constructing, or manipulating inmages in any way." Therefore,
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appel l ants conclude, Smith is not in the field of inage
conposi tion.

At the outset, we make reference to our findings, supra,
with respect to the teachings of Brotsky. We additionally
find that in Brotsky, (col. 12, lines 49-62) the ACGis a
"single nmechani sn that provides a user interface and an
i npl enentation nodel. The user interface presents a sinple
"erector set" view of images. Brotsky further discloses (col.
9, lines 60-66) that to construct an ACGin the graph view
w ndow (Figure 2), conmands are issued, e.g., by nouse clicks
to indicate where the nodes are desired. Commands, such as
draggi ng a cursor between two nodes can form an edge between
the two nodes. After the ACGis constructed, it is executed
and the output is displayed in the viewer w ndow. However,

t he vi ewer wi ndow cannot be directly edited (col. 13, lines
53-57). Additionally, we find (col. 7, lines 27 and 28) that
the viewer w ndow | abeled "Viewer A" (Figure 2) corresponds to
the sink node Ain the ACG (Figure 2). Fromthe teachings of
Brotsky, we find that the ACGis constructed in a single
mechani sm and is subsequently displayed in a passive viewer

wi ndow.
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We find that Smith is directed to (col. 1, lines 6-10) a
docunent managenent system for creating, distributing,
produci ng and managi ng vari ous types of nulti-conmponent
docunents. Smth utilizes (col. 1, lines 60-65 and col. 2,
lines 54-63) an object- oriented approach wherein data is
stored in self-contained programmatic structures that al so
contain procedures for manipulating the data. A docunent is
deconposed into | ogi cal conponents which are stored as
di screte objects that are accessed, organi zed, and mani pul at ed
t hrough a dat abase managenent system (DBMS). The objects are
assenbl ed into an integrated whol e when the docunent is to be
printed or displayed. |In addition (col. 3, lines 36-45),
objects are broadly classified as |ogical and | ayout objects.
A |l ogi cal object defines the relationship between different
portions of content. Layout objects specify the distribution
of content wthin the |ogical object, and define physi cal
| ocations on a page or within a docunent. The physi cal
structures to which | ayout objects correspond are shown in
Figure 4 (col. 15, lines 24-30). Layout objects may include
pages 32, franme 36, blocks 38, and content 40. Logi cal

obj ects can contain attributes specifying |ocational
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preferences within the docunent, but these attributes are not
evaluated until | ogical objects are mapped into | ayout objects
during pagination (col. 4, lines 5-9 and col. 15, lines 30-
32). Docunents may be content-driven such as an office
letter, or may be | ayout-driven such as in a catal ogue (col

5, lines 34-45). Smth further discloses (col. 6, lines 50-
54) that the invention sinultaneously accommobdates both
content driven and |ayout driven strategies of docunent
creation. This is acconplished by maintaining a conputational
di stinction between |ogical and | ayout objects. Logical

obj ects remain separate from |l ayout objects until mapped

t hereon by the docunent manager 16 (col. 6, lines 61-62). To
construct a content-driven docunment, the user inputs content
and attributes through application program 21. Next, the user
enters |ayout paraneters into the | ayout objects. Docunent
manager 16 then generates the final |ayout paraneters based on
user input, the logical objects, and the anpunt of content
(col. 7, lines 11-28). The pagi nated docunent is then sent to
i nput/out put system 23 for conversion to a text streamfor
conversion to a viewng device (col. 7, lines 34-38). To

construct a |ayout-driven docunent, (col. 7, lines 41-61) the
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user enters precise values for the | ayout objects, to define a
physi cal structure into which content may be | oaded. The
structure is displayed to the user prior to entry of content.
After the format has been determned (col. 7, lines 51-54),
"the user could enter text directly into the allowed | ayout
spaces, | engthening, shortening or altering the fonts as
necessary to accommodate the |ayout."” As conplex docunents
such as newspapers are both content-driven and | ayout-driven,
addi ti onal software support nedi ates the el aborate

rel ati onshi p anong size, content attributes and | ayout

obj ect s.

In operation (col. 15, lines 19-22), the systeminitially
| oads a default set of objects with associated sets of default
attributes. These objects and attributes may be altered, and
new ones created, by user command. Smith further discloses
(col. 8, Iline 64 - col. 9, line 24) an inmage subsystemutility
programto facilitate input of imge data as an object and
user mani pul ation of the entered image. Editing functions
permt the user to nodify the position, color, and density of
the i mage pi xel values. An inage processing systempermts

poi nt mani pul ati on, rotation, cropping, scaling, and col or
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nodi fication of an inmage conponent or the entire imge.

| nput / out put system 23 retrieves the final image rendition,
transl ates the data and associated image attributes into
display data, and transmts the output to the sel ected out put
devi ce.

In view of the teachings of Smth that the inmge
subsystemutility permts the user to nodify imge col or,
density, scaling, etc., we do not agree with appellants
(brief, page 11) that Smth "does not teach editing,
constructing or mani pul ating inmges in any way."
Additionally, fromthe teachings of Smith that the invention
relates to creating nulticonponent docunents, and includes an
i mge subsystemutility, we find that the docunment nanagenent
systemof Smth is anal ogous art. However, fromour review of
Brotsky and Smith, we agree with appellants (brief, pages 6,
7, and 10) that the conbi ned teachings of Brotsky and Smith
woul d not have suggested the clained conbination, in the
absence of appellants' disclosure. W find that because
Brot sky uses an "erector set" view of images, and specifies
all of the source and transform nodes, w th associ ated

attributes, in the Gaph View wi ndow, we find no reason, and



Appeal No. 1998-1389 Page 18

Application No. 08/553232

no persuasive reason has been advanced by the exam ner, to
have provided the output sink node (output viewable inmge) or
passive viewer wi ndow (Figure 2) with image attributes that
are capable of form ng the representation, as advanced by the
exam ner. The exam ner asserts (answer, page 6) that the
proposed nodification "allows one to create an i mage or
plurality of images that are |ayout driven." 1In Smth, the
docunent production systemis either content-driven, |ayout-
driven, or both. As stated, supra, in Smth's description of
a layout driven docunent, Smth discloses (col. 7, lines 50-
54) that "[w] hen the format has been satisfactorily

determ ned, the user could enter text directly into the

al l oned | ayout spaces, |engthening, shortening or altering the
fonts as necessary to acconodate the layout." Fromthis
teaching of Smith, we find that the user is inputting both the
content and the attributes of the content into the all owed

| ayout space. Fromthis teaching of Smith, we infer that if
an image were to be added to the allotted | ayout space, the
user would al so be setting the attributes for the inage, such
as color, density, cropping, rotation, etc. Thus, in our

view, the user is setting both content and attributes for the
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allotted | ayout space, and the attributes within the all oted

| ayout space are attributes of the object being entered by the
user, and not the attributes of the pasteboard® However,

even if the pasteboard of Smth provides at |east one inage
attribute of the pasteboard for form ng the representation, we
still find no suggestion to have provided Brotsky's pasteboard
(out put sink node or passive viewer window) with at | east one
image attribute to nodify the representati on, because Brotsky
has no reason to override the attributes of the source and
transf orm nodes devel oped in the ACG W find no suggestion
in the different approaches of Brotsky and Smith that would
have |l ead a skilled artisan to have nodified the output sink
node or passive viewer window with imge attributes. W

t herefore conclude that the exam ner has failed to establish a

prima facie case of obviousness with respect to clains 30-48,

50, 52, and 53. Accordingly, the rejection of clainms 30-48,

50, 52, and 53 under 35 U.S.C. 8 103 is reversed.

3 At the Oral hearing, appellants' counsel was asked by the Board to
explain why Smith does not anticipate claim30 under 35 U.S.C. § 102(e). Qur
under st andi ng of counsel's response was that Smith defines content objects and
| ayout objects, which together are fully fornmed into an inmage. The pasteboard
of Smith has separate attributes for each of the content and | ayout objects,
wi th no separate pasteboard for each, and therefore, there is no overriding
according to pasteboard attributes.
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NEW GROUND OF REJECTI ON UNDER 37 CFR 1. 196(b)

Caim37 is rejected under 35 U. S.C. § 112, second
par agraph, as indefinite. Caim37 includes the | anguage
"wherein said constructing nodul e and said rendering nodul e
are capabl e of constructing and rendering said representation
to maintain its appearance i ndependent of resolution and size
of the displayed and printed image.”" W find the |anguage to
be indefinite because the term"representation” refers to the
data that can be rendered as a raster, and a pasteboard havi ng
at | east one image attribute. The appearance of the
representation, after the representation has been rendered, is
the di splayed and printed imge. It appears that appellants
may have been referring to the representation of a conponent
i mage in a conponent pasteboard, which will maintain its
appear ance i ndependent of the resolution and size of the
di spl ayed image. 1In any event, claim37 as drafted is

unclear, and its metes and bounds cannot be readily obtained.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 49 and 51 under 35 U.S.C. 8§ 102(e) is reversed. The
rejection of clainms 30-48, 50, 52, and 52 under 35 U.S.C. §
103 is reversed. A new ground of rejection of claim37 has
been entered under 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not

be



Appeal No. 1998-1389 Page 22
Application No. 08/553232

considered final for purposes of judicial review” 37 CFR

8 1.196(b) al so provides that the appellants, WTH N TWO

MONTHS FROM THE DATE OF THE DECI SI ON, must exerci se one of the

followng two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected clains:

(1) Submt an appropriate anendnent of the clains

so rejected or a showng of facts relating to the

clainms so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

REVERSED - 37 CFR § 1.196(b)
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